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DETAILED ACTION 

This is the initial Office Action based on the 10/577,353 application filed on 4/28/2006. 
Claims 1-20, as amended on 4/28/2006, are currently pending and have been 
considered below. 

Double Patenting 

1 . A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.G. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.G. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.G. 101. 

2. Applicant is advised that should claim 5 be found allowable, claim 20 will be 
objected to under 37 GFR 1 .75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
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one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

4. Claims 1-3, 6-9, 14, and 16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by WO 97/21459 to Kornerup. 

Kornerup discloses the following: 

1 . A device for preventing axial movement of an elongated member (5), such as 
a cannula needle, applied through the skin of a mammal at a puncturing position, said 
device comprising a plaster (41 ) designed to cover the surface around the puncturing 
position and having at least an adhesive layer (page 8, line 21) for securing it to the skin 
as well as an opening (44) through the layer thereof for the passage of said elongated 
member therethrough, the device further comprising means (31) secured to the plaster 
and adapted to clamp around said elongated member (5) when the elongated member 
is applied through the skin of a mammal and the plaster is applied on the surface 
around said puncturing position, wherein said clamping means (31) is thin and 
substantially flat and provided with a lateral opening (32) for laterally introducing a said 
elongated member between clamping positions (34) thereof, and said clamping means 
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includes parts of substantially rigid material provided with clamping portions (34) 
adapted to bear against said elongated member. 

2. A device according to claim 1 , wherein said clamping means (31 ) is made of 
material being substantially more rigid than the material forming the plaster (41). 

3. A device according to claim 1 , wherein surfaces through which the clamping 
portions (34) are adapted to bear against a said elongated member are made of a 
substantially rigid material (inferred from figure 4a). 

6. A device according to claim 1 , wherein said plaster (41 ) is provided with a 
pocket formed between two adjacent layers (21 , 41 ) thereof and housing said clamping 
means (31). 

7. A device according to claim 6, wherein said plaster (41) comprises at least two 
additional layers besides said adhesive layer, and said pocket is formed between two 
such additional layers (see figure 4a). 

8. A device according to claim 7, wherein the plaster (41 ) comprises a carrier 
layer arranged on top of the adhesive layer and an uppermost coating layer, and said 
pocket is formed between said carrier layer and coating layer (see figure 4a). 

9. A device according to claim 1, wherein said clamping means (31) Is 
transferrable between an Inactive state (figure 1) allowing a said elongated member to 
be Introduced between clamping portions (34) thereof and an active state (figure 2) In 
which said clamping portions bears under tension against a said elongated member. 

14. A device according to claim 1 , wherein said plaster opening (44) is formed by 
a lateral slot (42) into the plaster (41 ) for enabling introduction of said elongated 
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member into said opening after the elongated member has been applied through the 
skin of a mammal. 

16. A device according to claim 2, wherein surfaces through which the clamping 
portions (34) are adapted to bear against said elongated member are made of a 
substantially rigid material. 

Claim Rejections - 35 USC § 103 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 5, 1 0, 1 1 , and 20 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Kornerup. 

Kornerup discloses a device according to claims 1 and 9, but is silent to the 
material used for the clamping means. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use a shape memory metal for the clamping means, since it has 
been held to be within the general skill of a worker in the art to select a known material 
on the basis of its suitability for the intended use as a matter of obvious design choice. 
InreLeshin, 125 USPQ 416. 
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7. Claims 4 and 17-19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kornerup in view of U.S. Patent No. 6,231 ,548 to Bassett. 

Kornerup discloses the device according to claims 1 and 16, but fails to teach 
sharp gripping edges on the clamping means. 

Bassett teaches a securing device for an IV that has sharp gripping edges (70) 
on the clamping means (14) 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the clamping means of Kornerup with the sharp grippers 
of Bassett to further secure the tubing within the clamping means. 

8. Claims 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kornerup in view of U.S. Patent No. 6283945 to Bierman. 

Kornerup discloses the device according to claim 9, but fails to teach a spring 
member. 

Bierman teaches an anchoring system for a medical article wherein the clamping 
means comprises at least one spring member (42) connected to said clamping portions 
or urging them towards each other, wherein it comprises a blocking member (74) 
adapted to hold the clamping portions apart in said inactive state for allowing 
introduction of said elongated member (8) therebetween and when released allowing 
said spring member (42) to transfer the clamping means to the active state. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the clamping means of Kornerup with the spring of 
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Bierman to allow for releasable engagement with the elongated member (column 4, 
lines 50-59). 


9. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kornerup in view of U.S. Patent No. 6,375,639 to Duplessie et al. 

Kornerup discloses a device according to claim 1 , but fails to teach an arm band. 

Duplessie teaches an intravenous stabilizing device with an elongated flexible, 
preferably adjustable, such as by being elastic, band-like member (36, 76) secured to 
the plaster and adapted to be applied around a body part of a mammal on which said 
puncturing position has been applied for assisting the adhesive layer of the plaster in 
holding the plaster secured around the puncturing position (column 5, lines 19-30). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the plaster of Kornerup with the arm band of Duplessie to 
further hold the device in place without the use of tape on the patient (column 1 , lines 5- 
15). 


Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aarti Bhatia whose telephone number is (571) 270- 
5033. The examiner can normally be reached on Monday-Thursday 8:00am - 6:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nicholas Lucchesi can be reached on (571) 272-4977. The fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retheval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at (866) 217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call (800) 786-9199 (IN USA OR CANADA) or (571) 272-1000. 


/Aarti Bhatia/ 
Examiner, Art Unit 3763 

/Nicholas D Lucchesi/ 

Supervisory Patent Examiner, Art Unit 3763 


